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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-26 is/are rejected. 

7) \Z\ Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)IEl All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claim Objections 
Claims 1, 3-6 and 12 are objected to because of the following informalities: 
some of these groups seem to be Markush groups of other claims but are not claimed in 
that manner. It seems that BP1 is a Markush group of BP and that BA has two groups 
7 and 8 whereas the modifier compound has not 3 but 5 structures related to any of (1) 
or (2) or (3) which would be structures 11, 9, 12, 13 and 10. If applicant means for 
these to be Markush groups they should be claimed as such. Appropriate correction is 
required. 

Claims 14-25 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claims, or amend the claims to place the claims in 
proper dependent form, or rewrite the claims in independent form. Claims 14-25 are 
drawn to a functional composite that comprises a substrate and film containing the 
composition in the preceding claims but does not further limit the composition of the 
preceding claims. 

Claim Rejections - 35 USC§ 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention as incomplete for omitting essential elements, such 
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omission amounting to a gap between the elements. See MPEP § 2172.01. The 
omitted elements are: The photocatalyst is undefined in the claim although defined in 
the specification. It is unclear what applicant's claimed structural units are attached to 
and whether or not they are polymeric in nature. 

Claims Analysis 

According to MPEP 2113, "[e]ven though product-by-process claims are limited 
by and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If 
the product in the product-by-process claim is the same as or obvious from a product of 
the prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Or. 
1985) (citations omitted). The examiner is interpreting claims 1-21 as product by 
process claims and as such the patentability depends upon the product itself and not 
necessarily the process by which the product is produced, unless applicant comes 
forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product. Examiner is treating claims 1-13 and 26 as product 
by process claims and as such patentability is determined based on the product 
produced. 

Examiner will interpret any substrate onto which a film is formed using any of 
the compositions which meet the primary claims as satisfying the claim limitations of 
claims 14-25. 
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Any optionally claimed limitation will be regarded as not being present in the 
composition. 

Claim Rejections - 35 USC § 102/ Claim Rejections - 35 USC § 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Grahamv. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 1-26 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Kanamori, et al. (US 6756124 B2). 

See entire document . Kanamori, et al. disclose a compositon comprising a 
photocatalyst (col. 9, 1. 62-col. 10, 1. 5 -TIO2 col. 10, 1. 4-6) and (a) organosilanes 
(R^nSKORVn defined in column 3, lines 55-63. Because n can be 2, it meets the 
primary limitation for structures (a) wherein alkoxysilanes and dialkoxysilanes are 
preferred (col. 5, 1. 19-col. 6, 1. 65) or wherein a monovalent organic group comprising 
phenyl is disclosed (col. 5, 1. 47). The compound (b) silicone containing phenyl and 
optionally containing alkyl (col. 8, 1. 10-60) which may be used either alone or as a 
mixture of 2 or more (col. 9, 1. 12-13) having a weight average molecular weight from 
300-100,000, preferably 600-50,000 (col. 8, 1. 61-65). The thickness of the coating is 
from 0.05-20 micron therefore it would be within the modified average particle diameter 
of the composition (col. 26, 1. 4-11). Resin is also disclosed by its polymeric name as an 
additive (col. 22, 1. 51-56). Kanamori, et al. disclose the dispersion of a photocatalyst 
with said organosilanes to produce a coating composition which is cured on a substrate 
(col. 10, 1. 6-34, 38-65). Resin and film have been disclosed using said composition 
(col. 2, 1. 45-59) 

The prior art appears to disclose the invention as claimed on the basis of 
inherent property characteristics which either anticipate or render the claimed product 
obvious and the burden of proof that it does or does not shifts to the applicant as in In 
re Best 195 USPQ 430, 433 (CCPA 1877). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennine M. Brown whose telephone number is (571) 
272-1364. The examiner can normally be reached on M-R 9:30 AM - 7:30 PM; Fridays 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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